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e NotablerChangestlin e PropOSE U RUIESHARES

@ ,)I‘JVJJJJ’]_J r1JJJi‘JJr]r1J delegated  authority fromithe

Director to the' ChieifAdministratVverPateiEdtitoerto)
decide c*@rgdm petitions autherized by Rarta1ias
proposed, includingireque .)r.:) [OIF EXIENSION GIFHIMESONIIE:
certain pape after the appeal brieffand reguestEs o
enlarge the page limit on ¢ @m&]m appeal papers;

— (2)* defining the record on appeall tor clamfy/ Whet
documents the Board will'consider infreselving the
appeal;

— (3) requiring the notice of appeal to be signed

— (4)‘*ﬁorowd|ng a definition of nor Wfﬁm];\_)]e |

\
* (Items marked with an asterisk () are discus
_in further detail below)
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~ The NotablerChanges InfiherPropoesed RUIESFATEIN(CON D)
— (5) c'nanc]n? theformatandicontentoistherappeal IHETRLO

reguire the follewing additienal SeclonSsE

(&) Jurisdictionalistatements

+ (b) table of contents,

+ (c) table ofiauthorties;

+ (d) *statement of facts;

— (6) *identify, where argumentsiwere preViously presentetito
the examiner;

— (/) changing the format and content ol therappeal el

appendix to include: the followingr additionall sections:

+ (a) *claim support sectior

+ (b) “drawing analysis section,

#\ (6) *means or step plus function analysis: section; and

« (d)\*an expanded evidence section to include, mter: alia, relevant

Office action(s) and portions of papers filed by appellant dukng

. _prosecution;
~— (8) *providing page limits for all briefs (25 pages);

.= (9) prohibiting incorporation by reference in briefs;
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~ TheNotablerChangestnEhErRIOPOSEUNRUIESIATEEN(COIE)
— (10) establishing e fermeaitiora replyAbHEeFto; irelicle:
= (&) table off CONLENLS;
= (b)) table offattherties;
(C) statement oftimeliness;

£ (d) statement ol factSHNAIFESPONSE o A EW G IOUNGIGIE]ECHORNN
examiner's ﬂmwan
£ (&) argument, and\Where appropriate:
+ (f) supplenr 9- ]L....J appendix;
— (11) providing fora *‘J,),)léménrrﬂ rér)l\/ prERNiFasupplemental
examiner's answer Is furnished by the examiner:
— (12) establishing a format for a supplemental reply HERLO
Include:
+-(a) table of contents,
* (6\9, table of authorities,
+ (c) statement of timeliness, and
_ «/d) argument;
-— (13) *providing sanctions to be imposed on'the appellant ok
’— misconduct during prosecution of the appeal.

=
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(2)IDETMRENNENRECOIUNONIFARBEINONE! ATiiAV Il
DECUMENISHINMENB0C lrcl WjJJ CJI‘JJJCJ‘-‘I' NRESEIVIRCUNIIE

+ 37 C.E.R. 84130 Definitons: RecordronrAppeal
Includes:
— Specification, drawings;
— U.S. patents/Publice EJJn ted by the examiner o
appellant,

— Appeal brief, examiner's answer, reply: brief;
supplemental’ examiner's answer;, supplementalfeply.
brief;\

— Reque\st for rehearing,

Any order or decision entered by the Board or the Chiek
~ Administrative Patent Judge, and

— Any other document or evidence which was considered
by the Board as indicated In any opini% ompanying
any order or decision.
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4) Providing ANDET RGN GHEAPREAI I ENSSH

37 C.F.F
+ A non-appe
U.S.C. 134.
+ Non-appealable
exercise authority
petition.
+ Non-appealable issues inc
— (1) enter a response to a fi rej
— (2) enter evidence presented &
— (3) enter an appeal brief or a reply
— (4) withdraw a restriction requireme
+ The proposed rules contemplate that sc
appeal\S le issues are to be decided by the /‘--
Judge. e of those non-appealable issues inc
— (1) a petition to exceed page limit and
— (2) a petition to extend time for filing a paper in the &
~appéal brief.
+ Failure to timely file a petition seeking review of a deci
~“examiner related to a non-appealable issue may constitute
-have that issue considered.
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+ 37 C.F.R. 841.37(e)(3)

+ The “jurisdictionall statement shallfestallishfhe
- - AP ; AT -
jurisdiction of the BJ J o considertherappeals
+ The jurisdictional statement shallinRcltde
— a statement of the statute underwhichitherappealtis

taken,
— the date of the decision from Which therappealfisstakensy
— the. date the notice of appeal was!filed;, and
— the dﬁ‘ge the appeal briefis being filed.
— If a’notice of appeal or an appeal br laf] Ale ]_, the

- time specified, appellant must also’| dica
— extension of time was reguested and

the request was granted.
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rted by a referencertora
’Tj)wr)sr@ applicable; a
i f the record on

_J
“L
Q ¢
'ﬁv

appeaj\
+ A general reference to a document as;a Wwhole or

to large portions of a document does net comjply.
~with the requirements of this rule.
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StAlEMENISIOIRRIEVIOUSIAVI A ESATGUINERLS

+ 37 C.F.R. 8 41.37(0)(3)
< When re cJﬂ;]JrU L0 POINESTMaGEi N eTihal
rejection, the appeall briefshalllspecifically:
— (1) identify’ eachrpointimadesby therexaminersanc
— (2) indicate where appellant previously: responded to
each point.
+ In supporting any argument, therappellantshall
refer to a page and, Where & gprggma te aline; in
the evidence section of the apper )J]A,
speuﬂeatlon drawings (if any), U.S. patentsirand
published U.S. applications.

+ Examples of argument formats thatwould e
_‘acceptable are provided.
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(@) ClamISUPPORISECLION

C.F.R. 841.37(q)

Clalm SUppoert se c HORNS pPelt GiftherapPREREINX
The claimisupport zun r@p dCES the coneise
explanation of the ..J pject mali

For each claim argued se,)araice]y regu]red ]5 2l
annotated copy of the clai m. ]ﬂr‘] *

18
face between braces ({}) after :,ach limitation
where, by page and line nu mr EliS, the limitation

is des“hbed in the specificatior as;

* Braces ({}) are used Instead of
because brackets are used in reissue w.c]
‘practice.
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(Z(9)) RDrzwyinie) Aprelysls Seaijon

37 C.F.R. 841.37(r)
Drawing analysis sectioniisipakiz el therappeneinx

For each claim argued separately, theradranwing
analysis section Would consist el anrannotated
copy of the claim in numericali sequence;
Indicating In bold face between Braces (X Hraiter
each limitation Where, by reference or Ssequience
residue number, each limitation IS shewhRrin the
drawing or seguence.

A drawing analysis has been required in
Interference cases since 1998 and has preVven
useful to the Board in understanding claimed
Inventions described In applicationsrand patenits
Involved In an interference.

Frederick W. Gibb, 111
Gibb & Rahman, LLC
301-261-8071 12



(7(©))IVIEARS O FSIEPNRINSHEURCHOIINAY

37 C.F.R. 841.37(S)
Means or step: plus function analy/SiSISech DHNSHIakROIFtHE:
appendix
+ The means or step plus functionranalysistsectionivolldieplac
the reguirement relating toridentificationreisstructiressmater
acts for means or stepiplus function claimsilimitationsreontain
In appealed claims.
+ The means or step plus function: analysisisectionwouldinclude:
each claim argued separately that contains alimitation thak
appellant regards as a means or step: plusffuncuoniimitationnin
the form permitted by the sixth paragraphref S5HUISHEHTE 28
* Furthgr,\f%r each such claim, a copy: ofi the claim would

6!
1| of
20

ed

e
reproduced indicating in bold face between braces ({}) the'
specific' portions of the specification and drawing that-descri
structure material or acts corresponding to each:claimed functior
+ lIf the appealed claims do not contain an /. means or steprplus
function limitations, the section would state that there IS no
means or step plus function limitation 1n any: claim on' appeal:
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(7(d))REX]
~ 37 C.F.R. §41.37(s)
+ Evidence section is part of
+ The evidence section she

— (1) A table of contents.
— (2) The Office action setting ouE the rejectonreniappeals
fer: £
2

e
« If the Office action incorporates by referencerany othEFOiice
action, then the Office actioniinconporated by referencesshallialso
appear Iin the evidence section:
— (3) All'evidence relied uponby the examinerin SupPe-OiFthe:
rejection on appeal (including nen-patentliterattre andioreign
application and patent decuments excegt"the Speciiicatony
any drawings, U.S. patents or published U:S: applicationss
— (4 Tﬁ‘e relevant portion of a paper: filed by the appellant
befofe'the examiner which shows that an‘argumentibeing
’made_oh appeal was made in the first instance to the
~' examiner.
.= (B) Affidavits and declarations, if any, and attachments to
declarations, relied upon by appellant before the examiner.
— (6) Other evidence, if any, relied upon by trygp lant before
the examiner.
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(&) 25 Pzieja Liprl]i

37 C.E.R. 841 .37(\)(2) reguires; that textinranrappealtiones
would be deuble spaced excepiin heatingsirtaklesiol;
contents, tables of autherites; sighattrerblocksrana
certificates of service. Block guetations woeutld hkendented:
Footnates, Which are discoetraged; WoetldrhaVertoNercouie
space

37 C.F.R. 841.37(Vv)(3) reguires that margins shallflserai
least one inch (2.5 centimeters) on all sides:

37 C.F.R. 841.37(Vv)(4) requires that the font would lbe
readable and clean and eguivalent to: 14 point INmeSINew,
Roman, including the font for bleck guoetatiens:and
footnotes.

37 C.F.R;841.37(Vv)(5) provides that an appeal BEei may.
not exceed 25 pages, excluding any (1) statement ol the
real party In interest, (2) statement of related cases; (3)
table of contents, (4) table of authorities, (5) signature
block and (6) appendix.
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118) IPrevVIaingsSanCORSHIONSENMPESECNORININIENAIE! [cljt:

+ 37 C.E.R. 841.56(a) providesithatia sanction colldieninposed
agal st anfappellant for misconduict, Shclliding JeJ:
=0

Ifle
— (@) fi ]]th) o comply,withran orderenterecinrtherappeal oan
applicablerrules

) adyan glej Jr maintainingras misieading o fiVelousEgUESTH oL
relief or argument,; or
(8) engaging indilatony: -‘r"-w“rl S
" 37 C.F.R. 841.56(l) provides a
sanctions, Includes entry Ju‘
— (1) an order declining torenter: a docke!
— (2) an order holding certain facts to ha
appeal,

(3)‘an order expunging a paper or precltuding an appellantiremilingra
paper
(4) an order precluding anrappellant fromipresentingroircontesting a
partrlcular Issue,
~ (5) an order excluding evidence,
! — (B) an order requiring a terminal disclaimer: of patent term,
~ - — (7) an order holding an application on(pp?gal to be abandoned ora
reexamination proceeding terminated,
— (8) an order dismissing an appeal,
— (9) an order denying an oral hearing, or

-t
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— (10) an order terminating oral hearing.
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Searnchanler APPEANDECISIGNS

+ A text searching capaliliey ISTReWY
avallable for searching puklicly,
avallable final decisions ol the Bealkd
of Patent Appeals and Interierences
that are posted on the Board's Final
Decision FOIA web page,
Attp://des.uspto.gov/Feia/BPAIReadl
ngRoom.jsp.
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Thank Yoeu!

Frederick W. Gibb, II1
Gibb & Rahman, LLC
301-261-8071



	Slide Number 1
	Slide Number 2
	Slide Number 3
	Slide Number 4
	Slide Number 5
	(2) Defining The Record On Appeal To Clarify What Documents The Board Will Consider In Resolving The Appeal;
	(4) Providing A Definition Of Non-appealable Issues;
	(5(a)) Jurisdictional Statement
	(5(d)) Statement of Facts
	(6) Statements of Previously Made Arguments
	(7(a)) Claim Support Section
	(7(b)) Drawing Analysis Section
	(7(c)) Means Or Step Plus Function Analysis Section
	(7(d)) Expanded Evidence Section 
	(8) 25 Page Limit 
	(13) Providing Sanctions To Be Imposed On The Appellant
	Searchable Appeal Decisions
	Thank You!

