


Some	  Filing	  Should	  Predate	  
March	  16,	  2013	  

!  First	  to	  File	  is	  effective	  for	  applications	  filed	  on	  or	  after	  3/16/13	  

!  Looks	  to	  effective	  filing	  date,	  so	  generally	  will	  not	  affect	  RCE	  or	  
Applications	  with	  earlier	  claimed	  priority	  

!  Broader	  Prior	  Art	  and	  stricter	  1	  yr	  grace	  period	  encourages	  pre-‐	  
3/16/13	  filings	  for	  applications	  that	  involve	  a	  previous	  
publication	  or	  have	  prior	  art	  issues	  
!  35	  U.S.C.	  102(b)	  was	  rewritten	  to	  possibly	  limit	  the	  one	  year	  grace	  

period	  for	  publications	  

!  35	  U.S.C.	  102(d)	  was	  rewritten	  to	  remove	  country	  restrictions	  and	  
to	  relate	  back	  to	  earliest	  filing	  dates	  (not	  publication	  dates)	  to	  
allow	  more	  prior	  art	  to	  be	  applied	  against	  applicants	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  A	  person	  shall	  be	  entitled	  to	  a	  patent	  unless	  —	  	  

!  (a)	  the	  invention	  was	  known	  or	  used	  by	  others	  in	  this	  country,	  or	  patented	  or	  
described	  in	  a	  printed	  publication	  in	  this	  or	  a	  foreign	  country,	  before	  the	  
invention	  thereof	  by	  the	  applicant	  for	  patent	  

!  	  New	  Law	  on	  March	  16,	  2013:	  
!  (a)	  NOVELTY;	  PRIOR	  ART.—A	  person	  shall	  be	  entitled	  to	  a	  patent	  unless—	  

!  (1)	  the	  claimed	  invention	  was	  patented,	  described	  in	  a	  printed	  publication,	  or	  in	  
public	  use,	  on	  sale,	  or	  otherwise	  available	  to	  the	  public	  before	  the	  effective	  filing	  
date	  of	  the	  claimed	  invention;	  or	  

!  (2)	  the	  claimed	  invention	  was	  described	  in	  a	  patent	  issued	  under	  section	  151,	  or	  
in	  an	  application	  for	  patent	  published	  or	  deemed	  published	  under	  section122(b),	  
in	  which	  the	  patent	  or	  application,	  as	  the	  case	  maybe,	  names	  another	  inventor	  
and	  was	  effectively	  filed	  before	  the	  effective	  filing	  date	  of	  the	  claimed	  invention.	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  A	  person	  shall	  be	  entitled	  to	  a	  patent	  unless	  —	  (a)	  the	  invention	  was	  known	  or	  

used	  by	  others	  in	  this	  country,	  or	  patented	  or	  described	  in	  a	  printed	  publication	  
in	  this	  or	  a	  foreign	  country,	  before	  the	  invention	  thereof	  by	  the	  applicant	  for	  
patent,	  

!  	  New	  Law	  on	  March	  16,	  2013:	  
!  (a)	  NOVELTY;	  PRIOR	  ART.—A	  person	  shall	  be	  entitled	  to	  a	  patent	  unless—	  

!  (1)	  the	  claimed	  invention	  was	  patented,	  described	  in	  a	  printed	  publication,	  or	  in	  
public	  use,	  on	  sale,	  or	  otherwise	  available	  to	  the	  public	  before	  the	  effective	  filing	  
date	  of	  the	  claimed	  invention;	  or	  

!  (2)	  the	  claimed	  invention	  was	  described	  in	  a	  patent	  issued	  under	  section	  151,	  or	  
in	  an	  application	  for	  patent	  published	  or	  deemed	  published	  under	  section122(b),	  
in	  which	  the	  patent	  or	  application,	  as	  the	  case	  maybe,	  names	  another	  inventor	  
and	  was	  effectively	  filed	  before	  the	  effective	  filing	  date	  of	  the	  claimed	  invention.	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  (b)	  the	  invention	  was	  patented	  or	  described	  in	  a	  printed	  publication	  in	  this	  or	  a	  foreign	  

country	  or	  in	  public	  use	  or	  on	  sale	  in	  this	  country,	  more	  than	  one	  year	  prior	  to	  the	  date	  of	  
the	  application	  for	  patent	  in	  the	  United	  States,	  or	  

!  New	  Law	  on	  March	  16,	  2013:	  

!  (b)	  EXCEPTIONS.—	  
!  (1)	  DISCLOSURES	  MADE	  1	  YEAR	  OR	  LESS	  BEFORE	  THE	  EFFECTIVE	  FILING	  DATE	  OF	  THE	  

CLAIMED	  INVENTION.—A	  disclosure	  made	  1	  year	  or	  less	  before	  the	  effective	  filing	  date	  
of	  a	  claimed	  invention	  shall	  not	  be	  prior	  art	  to	  the	  claimed	  invention	  under	  subsection	  (a)
(1)	  if—	  
!  	  (A)	  the	  disclosure	  was	  made	  by	  the	  inventor	  or	  joint	  inventor	  or	  by	  another	  who	  obtained	  

the	  subject	  matter	  disclosed	  directly	  or	  indirectly	  from	  the	  inventor	  or	  a	  joint	  inventor;	  or	  
!  (B)	  the	  subject	  matter	  disclosed	  had,	  before	  such	  disclosure,	  been	  publicly	  disclosed	  by	  the	  

inventor	  or	  a	  joint	  inventor	  or	  another	  who	  obtained	  the	  subject	  matter	  disclosed	  directly	  or	  
indirectly	  from	  the	  inventor	  or	  a	  joint	  inventor.	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  (b)	  the	  invention	  was	  patented	  or	  described	  in	  a	  printed	  publication	  in	  this	  or	  a	  foreign	  country	  or	  in	  public	  use	  or	  

on	  sale	  in	  this	  country,	  more	  than	  one	  year	  prior	  to	  the	  date	  of	  the	  application	  for	  patent	  in	  the	  United	  States,	  or	  

!  New	  Law	  on	  March	  16,	  2013:	  

!  (b)	  EXCEPTIONS.—	  
!  (1)	  DISCLOSURES	  MADE	  1	  YEAR	  OR	  LESS	  BEFORE	  THE	  EFFECTIVE	  FILING	  DATE	  OF	  THE	  CLAIMED	  

INVENTION.—A	  disclosure	  made	  1	  year	  or	  less	  before	  the	  effective	  filing	  date	  of	  a	  claimed	  invention	  shall	  not	  be	  
prior	  art	  to	  the	  claimed	  invention	  under	  subsection	  (a)(1)	  if—	  
!  (A)	  the	  disclosure	  was	  made	  by	  the	  inventor	  or	  joint	  inventor	  or	  by	  another	  who	  obtained	  the	  subject	  matter	  

disclosed	  directly	  or	  indirectly	  from	  the	  inventor	  or	  a	  joint	  inventor;	  or	  

!  (B)	  the	  subject	  matter	  disclosed	  had,	  before	  such	  disclosure,	  been	  publicly	  disclosed	  by	  the	  inventor	  or	  a	  joint	  
inventor	  or	  another	  who	  obtained	  the	  subject	  matter	  disclosed	  directly	  or	  indirectly	  from	  the	  inventor	  or	  a	  joint	  
inventor.	  	  

!  But	  note	  that	  the	  Proposed	  Examination	  Guidelines	  published	  in	  the	  Federal	  Register	  (Vol.	  77,	  No.	  144,	  
Thursday,	  July	  26,	  2012)	  state:	  

!  Even	  if	  the	  only	  differences	  between	  the	  subject	  matter	  in	  the	  prior	  art	  disclosure	  that	  is	  relied	  upon	  under	  35	  U.S.C.	  
102(a)	  and	  the	  subject	  matter	  publicly	  disclosed	  by	  the	  inventor	  before	  such	  prior	  art	  disclosure	  are	  mere	  
insubstantial	  changes,	  or	  only	  trivial	  or	  obvious	  variations,	  the	  exception	  under	  35	  U.S.C.	  102(b)(1)(B)	  does	  not	  apply.	  	  	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  (c)	  he	  has	  abandoned	  the	  invention,	  or	  
!  (d)	  the	  invention	  was	  first	  patented	  or	  caused	  to	  be	  patented,	  

or	  was	  the	  subject	  of	  an	  inventor’s	  certificate,	  by	  the	  
applicant	  or	  his	  legal	  representatives	  or	  assigns	  in	  a	  foreign	  
country	  prior	  to	  the	  date	  of	  the	  application	  for	  patent	  in	  this	  
country	  on	  an	  application	  for	  patent	  or	  inventor’s	  certificate	  
filed	  more	  than	  twelve	  months	  before	  the	  filing	  of	  the	  
application	  in	  the	  United	  States,	  or	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  (c)	  he	  has	  abandoned	  the	  invention,	  or	  
!  (d)	  the	  invention	  was	  first	  patented	  or	  caused	  to	  be	  patented,	  

or	  was	  the	  subject	  of	  an	  inventor’s	  certificate,	  by	  the	  
applicant	  or	  his	  legal	  representatives	  or	  assigns	  in	  a	  foreign	  
country	  prior	  to	  the	  date	  of	  the	  application	  for	  patent	  in	  this	  
country	  on	  an	  application	  for	  patent	  or	  inventor’s	  certificate	  
filed	  more	  than	  twelve	  months	  before	  the	  filing	  of	  the	  
application	  in	  the	  United	  States,	  or	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  e)	  the	  invention	  was	  described	  in	  —	  (1)	  an	  application	  for	  patent,	  

published	  under	  section	  122(b),	  by	  another	  filed	  in	  the	  United	  
States	  before	  the	  invention	  by	  the	  applicant	  for	  patent	  or	  (2)	  a	  
patent	  granted	  on	  an	  application	  for	  patent	  by	  another	  filed	  in	  the	  
United	  States	  before	  the	  invention	  by	  the	  applicant	  for	  patent,	  
except	  that	  an	  international	  application	  filed	  under	  the	  treaty	  
defined	  in	  section	  351(a)	  shall	  have	  the	  effects	  for	  the	  purposes	  of	  
this	  subsection	  of	  an	  application	  filed	  in	  the	  United	  States	  only	  if	  
the	  international	  application	  designated	  the	  United	  States	  and	  was	  
published	  under	  Article	  21(2)	  of	  such	  treaty	  in	  the	  English	  
language;	  or	  	  

!  (f)	  he	  did	  not	  himself	  invent	  the	  subject	  matter	  sought	  to	  be	  
patented,	  or	  	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  e)	  the	  invention	  was	  described	  in	  —	  (1)	  an	  application	  for	  patent,	  

published	  under	  section	  122(b),	  by	  another	  filed	  in	  the	  United	  
States	  before	  the	  invention	  by	  the	  applicant	  for	  patent	  or	  (2)	  a	  
patent	  granted	  on	  an	  application	  for	  patent	  by	  another	  filed	  in	  the	  
United	  States	  before	  the	  invention	  by	  the	  applicant	  for	  patent,	  
except	  that	  an	  international	  application	  filed	  under	  the	  treaty	  
defined	  in	  section	  351(a)	  shall	  have	  the	  effects	  for	  the	  purposes	  of	  
this	  subsection	  of	  an	  application	  filed	  in	  the	  United	  States	  only	  if	  
the	  international	  application	  designated	  the	  United	  States	  and	  was	  
published	  under	  Article	  21(2)	  of	  such	  treaty	  in	  the	  English	  
language;	  or	  	  

!  (f)	  he	  did	  not	  himself	  invent	  the	  subject	  matter	  sought	  to	  be	  
patented,	  or	  	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  (g)(1)	  during	  the	  course	  of	  an	  interference	  conducted	  

under	  section	  135	  or	  section	  291,	  another	  inventor	  
involved	  therein	  establishes,	  to	  the	  extent	  permitted	  in	  
section	  104,	  that	  before	  such	  person’s	  invention	  thereof	  
the	  invention	  was	  made	  by	  such	  other	  inventor	  and	  not	  
abandoned,	  suppressed,	  or	  concealed,	  or	  (2)	  before	  such	  
person’s	  invention	  thereof,	  the	  invention	  was	  made	  in	  this	  
country	  by	  another	  inventor	  who	  had	  not	  abandoned,	  
suppressed,	  or	  concealed	  it.	  In	  determining	  priority	  of	  
invention	  under	  this	  subsection,	  there	  shall	  be	  considered	  
not	  only	  the	  respective	  dates	  of	  conception	  and	  reduction	  
to	  practice	  of	  the	  invention,	  but	  also	  the	  reasonable	  
diligence	  of	  one	  who	  was	  first	  to	  conceive	  and	  last	  to	  
reduce	  to	  practice,	  from	  a	  time	  prior	  to	  conception	  by	  the	  other.	  	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  Current	  Law:	  
!  (g)(1)	  during	  the	  course	  of	  an	  interference	  conducted	  

under	  section	  135	  or	  section	  291,	  another	  inventor	  
involved	  therein	  establishes,	  to	  the	  extent	  permitted	  in	  
section	  104,	  that	  before	  such	  person’s	  invention	  thereof	  
the	  invention	  was	  made	  by	  such	  other	  inventor	  and	  not	  
abandoned,	  suppressed,	  or	  concealed,	  or	  (2)	  before	  such	  
person’s	  invention	  thereof,	  the	  invention	  was	  made	  in	  this	  
country	  by	  another	  inventor	  who	  had	  not	  abandoned,	  
suppressed,	  or	  concealed	  it.	  In	  determining	  priority	  of	  
invention	  under	  this	  subsection,	  there	  shall	  be	  considered	  
not	  only	  the	  respective	  dates	  of	  conception	  and	  reduction	  
to	  practice	  of	  the	  invention,	  but	  also	  the	  reasonable	  
diligence	  of	  one	  who	  was	  first	  to	  conceive	  and	  last	  to	  
reduce	  to	  practice,	  from	  a	  time	  prior	  to	  conception	  by	  the	  other.	  	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  New	  Law	  on	  March	  16,	  2013:	  

!  (b)	  EXCEPTIONS.—	  .	  .	  .	  
!  (2)	  DISCLOSURES	  APPEARING	  IN	  APPLICATIONS	  AND	  PATENTS.—	  

!  A	  disclosure	  shall	  not	  be	  prior	  art	  to	  a	  claimed	  invention	  under	  subsection	  (a)(2)	  if—	  
!  (A)	  the	  subject	  matter	  disclosed	  was	  obtained	  directly	  or	  indirectly	  from	  the	  inventor	  or	  a	  joint	  inventor;	  	  

!  (B)	  the	  subject	  matter	  disclosed	  had,	  before	  such	  subject	  matter	  was	  effectively	  filed	  under	  subsection	  (a)(2),	  
been	  publicly	  disclosed	  by	  the	  inventor	  or	  a	  joint	  inventor	  or	  another	  who	  obtained	  the	  subject	  matter	  disclosed	  
directly	  or	  indirectly	  from	  the	  inventor	  or	  a	  joint	  inventor;	  or	  	  

!  (C)	  the	  subject	  matter	  disclosed	  and	  the	  claimed	  invention,	  not	  later	  than	  the	  effective	  filing	  date	  of	  the	  claimed	  
invention,	  were	  owned	  by	  the	  same	  person	  or	  subject	  to	  an	  obligation	  of	  assignment	  to	  the	  same	  person.	  	  

!  Again,	  the	  Proposed	  Examination	  Guidelines	  published	  in	  the	  Federal	  Register	  (Vol.	  77,	  No.	  
144,	  Thursday,	  July	  26,	  2012)	  state:	  
!  Even	  if	  the	  only	  differences	  between	  the	  subject	  matter	  in	  the	  prior	  art	  disclosure	  that	  is	  relied	  

upon	  under	  35	  U.S.C.	  102(a)	  and	  the	  subject	  matter	  publicly	  disclosed	  by	  the	  inventor	  before	  
such	  prior	  art	  disclosure	  are	  mere	  insubstantial	  changes,	  or	  only	  trivial	  or	  obvious	  variations,	  the	  
exception	  under	  35	  U.S.C.	  102(b)(2)(B)	  does	  not	  apply.	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  New	  Law	  on	  March	  16,	  2013:	  

!  (c)	  COMMON	  OWNERSHIP	  UNDER	  JOINT	  RESEARCH	  AGREEMENTS.
—Subject	  matter	  disclosed	  and	  a	  claimed	  invention	  shall	  be	  deemed	  
to	  have	  been	  owned	  by	  the	  same	  person	  or	  subject	  to	  an	  obligation	  of	  
assignment	  to	  the	  same	  person	  in	  applying	  the	  provisions	  of	  
subsection	  (b)(2)(C)	  if—	  
!  (1)	  the	  subject	  matter	  disclosed	  was	  developed	  and	  the	  claimed	  

invention	  was	  made	  by,	  or	  on	  behalf	  of,	  1	  or	  more	  parties	  to	  a	  joint	  
research	  agreement	  that	  was	  in	  effect	  on	  or	  before	  the	  effective	  filing	  
date	  of	  the	  claimed	  invention;	  	  

!  (2)	  the	  claimed	  invention	  was	  made	  as	  a	  result	  of	  activities	  undertaken	  
within	  the	  scope	  of	  the	  joint	  research	  agreement;	  and	  	  

!  (3)	  the	  application	  for	  patent	  for	  the	  claimed	  invention	  discloses	  or	  is	  
amended	  to	  disclose	  the	  names	  of	  the	  parties	  to	  the	  joint	  research	  
agreement.	  	  



35	  USC	  §	  102	  Changes	  
!  35	  U.S.C.	  102	  

!  New	  Law	  on	  March	  16,	  2013:	  

!  (d)	  PATENTSANDPUBLISHEDAPPLICATIONS	  EFFECTIVE	  AS	  PRIOR	  
ART.—For	  purposes	  of	  determining	  whether	  a	  patent	  or	  application	  
for	  patent	  is	  prior	  art	  to	  a	  claimed	  invention	  under	  subsection	  (a)(2),	  
such	  patent	  or	  application	  shall	  be	  considered	  to	  have	  been	  effectively	  
filed,	  with	  respect	  to	  any	  subject	  matter	  described	  in	  the	  patent	  or	  
application—	  	  
!  (1)	  if	  paragraph	  (2)	  does	  not	  apply,	  as	  of	  the	  actual	  filing	  date	  of	  the	  

patent	  or	  the	  application	  for	  patent;	  or	  	  
!  (2)	  if	  the	  patent	  or	  application	  for	  patent	  is	  entitled	  to	  claim	  a	  right	  of	  

priority	  under	  section	  119,	  365(a),	  or	  365(b),	  or	  to	  claim	  the	  benefit	  of	  
an	  earlier	  filing	  date	  under	  section	  120,	  121,	  or	  365(c),	  based	  upon	  1	  or	  
more	  prior	  filed	  applications	  for	  patent,	  as	  of	  the	  filing	  date	  of	  the	  
earliest	  such	  application	  that	  describes	  the	  subject	  matter.	  	  



Search	  for	  Disclosures	  to	  File	  
Before	  3/16/13	  

!  Develop	  system	  to	  identify	  disclosures	  that	  should	  be	  filed	  
to	  be	  examined	  under	  the	  pre-‐March	  16,	  2013	  law.	  

!  Suggestions	  for	  such	  a	  system,	  identify:	  
!  Disclosures	  in	  technical	  areas	  that	  suffer	  strong	  competition	  
!  Disclosures	  where	  there	  was	  a	  publication	  by	  the	  inventors	  

(or	  anything	  that	  could	  be	  considered	  a	  publication)	  
!  Disclosures	  that	  are	  more	  than	  a	  specific	  number	  of	  months	  

old	  (e.g.,	  12,	  18,	  24	  months)	  
!  Disclosures	  that	  are	  joint	  development	  items	  (to	  keep	  the	  

option	  to	  use	  131	  declarations	  that	  are	  available	  pre-‐March	  
16,	  2013	  in	  case	  there	  are	  disagreements	  as	  to	  who	  
developed	  what)	  



Filing	  Applications	  Sooner	  After	  
March	  16,	  2013	  

!  Special	  procedure	  for	  rushing	  applications	  
!  Include	  a	  new	  rating	  for	  “fast	  track”	  applications	  that	  seem	  at	  risk	  for	  competitor	  action	  
!  During	  Rating	  of	  Disclosures,	  include	  a	  rating	  for	  “aggressive	  abandonment”	  if	  the	  value	  of	  a	  

fast	  tracked	  application	  later	  turns	  out	  to	  be	  questionable	  

!  Have	  training	  systems	  to	  teach	  inventors	  to	  perform	  better	  searches	  faster	  to	  help	  identify	  
fast	  track	  applications	  

!  Have	  disclosure	  reviews	  more	  frequently	  

!  Combine	  some	  steps	  in	  the	  process	  to	  reduce	  the	  rating	  decision	  time	  

!  Provide	  financial	  incentives	  for	  faster	  disclosure	  and	  application	  filing	  

!  File	  serial	  applications	  (provisional	  or	  non-‐provisional)	  and	  abandon	  all	  but	  the	  last	  

!  Use	  PCT	  more	  (especially	  for	  questionable	  value	  apps	  that	  may	  be	  scheduled	  for	  aggressive	  
abandonment)	  
!  Global	  searching	  
!  Faster	  Examinations	  



Filing	  Applications	  Sooner	  After	  
March	  16,	  2013	  

!  3M’s	  Form	  for	  Aggressive	  Abandonment	  Rating	  



Absolute	  Priority	  World	  
!  The	  changes	  to	  35	  U.S.C.	  102	  move	  us	  closer	  to	  the	  rest	  of	  

the	  world	  with	  respect	  to	  absolute	  priority	  

!  It	  is	  much	  more	  important	  to	  file	  applications	  before	  any	  
disclosure	  (including	  filing	  applications	  before	  
development	  meetings	  even	  w/CDA	  or	  NDA)	  

!  Keep	  inventor	  notebooks	  regarding	  who	  developed	  what	  
and	  when	  during	  any	  development	  meetings	  (even	  w/
CDA/NDA).	  	  This	  will	  be	  helpful	  in	  derivation	  proceedings	  

!  Make	  more	  liberal	  use	  of	  provisional	  applications	  



Thank	  You!	  

!  Fred	  Gibb	  

!  Gibb	  &	  Riley	  

!  844	  West	  Street	  

!  Annapolis,	  MD	  21401	  

!  410-‐705-‐6401	  
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